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t 1 

« 1 
DETAILED ACTION 

t 

■ I 

In view of the Appeal Brief filed on September 3, 2003, PROSECUTION IS ' 
'HEREBY REOPENED. New grounds of rejection are set forth below. 

i 

t ■ , 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1 .1 13 (if this Office action is final); or, 

(2) request reinstatement of the appeal. - 

If reinstatement of the appeal is requested, such request must be accompanied 
,by a supplemental appeal brief, but no new amendments, affidavits (37 CFR 1 .130, ! 
1.131 or 1 .132) or other evidence are permitted. See 37 CFR 1.193(b)(2). 

1 

Claim Rejections -35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 3, 8, 14 and 15 are rejected under 35 U.S.C. 112, second paragraph, as 

■ . ■ i ; f 

being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claim 3 recites the limitation "the path" in line 
3. There is insufficient antecedent basis for this limitation in the claim. Also, the term ' 
"path" is indefinite; as it is not clear how this term limits the scope of the claim. Claim 8 
recites the limitation "framework software means". Under 35 USC 112, 1J6, "means plus 
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function" language is to be examined in light of the specification. Such language must 
include "means for" performing such function. The language of claim 8 makes it unclear 
whether applicant is attempting to invoke this section of 35 USC 112. Appropriate 
correction is required. Claim 14 is rejected for similar reasons, as the claim recites a 
"server means" without making clear whether 35 USC 1 12, 1|6 is to be invoked. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

i . • . .. . . 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-5, 7 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Siefert in view of Ziv-EI. Siefert discloses in column 8, line 53 to column 9, line 21 

of the specification a system and method of delivering lessons to a user over a 

computer comprising the steps of assessing a user=s educational standing, based on 

the number and type of lessons previously completed, and making a lesson available to 

the user based on the assessment. Siefert fails to disclose that a number of lesson 

options are presented to the student to allow the student to choose from a list of 

appropriate lessons. Ziv-EI. discloses in column 20, lines 20-22 and in column 24, lines 

9-1 1 a system and method of delivering lessons to a user whereby the user can access 

a list of available lessons based on the educational standing of the user by pressing 
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button 163, and then selecting one of the lessons to work on. It would have been 
obvious to one of ordinary skill in the relevant art to modify the method disclosed by 
Siefert by providing a list of appropriate lessons from which a user may select one for 
the purpose of allowing the user to choose from a plurality of available lessons in 
selecting a lesson to be received. Although icons are not explicitly disclosed by Siefert 
or Ziv-EI, Official Notice is taken that icons are a widely known means of allowing a user 
to choose from a list of options on a computer. With respect to claim 3, Siefert 
discloses in olumn 9, line 23 to column 10, line 63 that lessons are provided based on a 
path taken by the student. With respect to claim 4, Siefert discloses in column 4, line 65 
to column 5, line 7 that the lessons are delivered over a public-access network. With 
respect to claims 5 and 14, Ziv-EI discloses in column 6, lines 5-6 that the network used 
to transmit information comprises packet switching communication protocol. It would 
have been obvious to one of ordinary skill in the relevant art to modify the method 
disclosed by Siefert by providing a packet switched network for the purpose of 
facilitating transmittal of information over the network. With respect to claim 7, Official 
Notice is taken that it is well known to display "active" and "inactive" icons, where the * 
user can initiate a sequence only by selecting an "active" icon, as for example in 
computer games where certain advanced scenarios are not available for selection until 
certain tasks are performed. Displaying icons in this manner would have been obvious 
to one of ordinary skill in the relevant art for the purpose of allowing the user to view 
unavailable as well as available lessons, to see what may be available in the future. 
With respect to claim 8, the disclosure of Siefert in column 9, lines 1-5 that lesson 13 is 
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presented after lessons 1-12 have been completed amounts to a course structure file 
which indicates whether prerequisite courses are to be taken before presentation of a 
given lesson. With respect to claims 10, Official Notice is taken that it is well known to 
display additional icons upon achievement of certain tasks, as for example in computer 
games where certain advanced scenarios are not available for selection until certain 
tasks are performed. 

Claims 1 1 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Siefert in view of Ziv-EI, and further in view of Parry. Siefert as viewed in 
combination with Ziv-EI discloses all of the limitations of the claims with the exception of 
the step of removing selected icons. Parry discloses in column 2, line 62 to column 3, 
line 20 a method of presenting lessons over a computer whereby the computer detects 
when a student has mastered a concepts and removes those concepts from study until 
the next review session. It would have been obvious to one of ordinary skill in the 
relevant art to modify the method disclosed by Siefert as viewed in combination with 
Ziv-EI by providing a step of selectively removing icons for the purpose of allowing the 
user to more easily focus on concepts not yeat mastered. While Parry does not ' 
explicitly disclose that icons are removed, Parry suggests the claimed limitation 
because it is directed to the same concept of removing items from a user's display 
during an educational process for the same purpose of allowing the student to focus on 
concepts that have not yet been mastered. 

Claims 16 and 17 are rejected under 35 U.S.C. 103(a) as being Unpatentable 
over Siefert in view of Ziv-EI, and further in view of Truluck. Siefert as viewed in 
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combination with Ziv-EI discloses all of the limitations of the claims with the exception of 
the step of refraining from making lessons available at certain predetermined times. 
Truluck discloses in column 4,'line 55 to column 5, line 5 a method pf presenting 
lessons over a computer whereby the computer detects certain time periods and 
refrains from presenting the lessons during those time periods. It would have been 
obvious to one of ordinary skill in the relevant art to modify the method disclosed by 
Siefert as viewed in combination with Ziv-EI by providing a step of refraining from 
making lessons available at certain predetermined times for the purpose of pacing the 
user properly and constructing a reasonable study plan. 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Siefert in 
view of Ziv-EI and Parry, and further in view of Truluck. Siefert as viewed in 
combination with Ziv-EI discloses all of the limitations of the claim with the exception of 
the step of refraining from making lessons available at certain predetermined times. 

Truluck discloses in column 4, line 55 to column 5, line 5 a method pf presenting 

■j 

lessons over a computer whereby the computer detects certain time periods and 
refrains from presenting the lessons during those time periods. It would have been 
obvious to one of ordinary skill in the relevant art to modify the method disclosed by 
Siefert as viewed in combination with Ziv-EI by providing a step of refraining from 
making lessons available at certain predetermined times for the purpose of pacing the 
user properly and constructing a reasonable study plan. 

Allowable Subject Matter 
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Claim 6 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Claims 8, 1 4 and 1 5 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.C. 112, second paragraph, set forth in this Office action. 

Claims 13 is allowed. 

The following is a statement of reasons for the indication of allowable subject 
matter: The prior art fails to disclose or suggest a system having all of the limitations of 
claims 8, 13 and 14. Because the subject matter of the claims has been recited using 
means-plus-function language, the claim has been examined under 35 USC 1|6, which 
states that to read on a claimed invention, the prior art must disclose or suggest a 
device which performs the same function in substantially the same way, when viewing 
the invention in light of the specification. While the prior art recited reads on other 

claims, which are written more broadly, none of Siefert, Ziv-EI, Truluck and Parry, either 

. . . '.it* 

alone or in combination suggest the specific function of claim 13. In particular, the 

present invention has a specific method of determining a predetermined level of 

educational standing, as discussed at pages 7-12 of the specification. 

With respect to claim 6, after further review it has been determined that the 

Official Notice previously taken was not proper. The subject matter of the claim is not 

fairly disclosed or suggested in the prior art. 

Response to Arguments 
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Applicant's arguments filed on September 3, 2003 with respect to claims 1-5, 7, 
10, 1 1 , 12 and 16-18 have been fully considered but they are not persuasive. 

With respect to claims 1-5 and 7, the prior art viewed in combination suggests 
the claimed invention. Applicant asserts that the prior art fails to disclose two groups of 
lessons. However, Siefert as viewed in combination with Ziv-EI disclose two such 
groups. Siefert in particular discloses in column 9, lines 1-5 a first broad group of 
lessons; lessons 1 -60 pertaining to analytic geometry. Siefert further discloses a 
second group, consisting of lesson 13, which is made available to the student based 
upon the student's educational standing. Ziv-EI discloses in column 24, lines 9-11 the 
expansion of the second group of lessons beyond one, to allow a student to select from 
a plurality of lessons which are made available based upon a student's educational 
standing. As a result, Siefert as viewed with Ziv-EI reads on this particular limitation. 
With respect to claim 3, the term "path" is indefinite, as discussed above. Also, Siefert 
reads on the claim language. Siefert discloses in column 9,lihes 1-5 one example of a ; 
path which is used to determine an educational standing. In this case, the student has 
successfully completed lessons 1-12, resulting in lesson 13 being made available. 

Applicant further argues that Siefert may disclose an assessment of the student, 
but does not disclose the assessment claimed by applicant. Claim 1 recites the step of 
"making an assessment". Nowhere in claim 1 is the assessment further detailed. It is 
not clear how Siefert can claim an assessment but not the assessment of claim 1 , when 
claim 1 does not recite any particular features of such an assessment. Siefert, in 
column 7, line 1 1 to column 8, line 51 disclose a step of making an assessment of a 

i 

t 



f 
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student. Siefert further discloses, in column 8, line 61 to column 9, line 1 1 using an 
assessment of the student to select a lesson to present to the student. While Siefert 
does not disclose providing a list of lessons here, Ziv-EI discloses this feature, as 
discussed above. The connection of the assessment to the available lesson is 
disclosed by Siefert; Ziv-EI, merely expand the "lesson" available to a plurality of 
lessons. 

With respect to the arguments concerning the combination of references, 
allowing the user a wider of options to choose from is inherent in the teachings of Ziv-EI. 
The combination of references leads to "greater autonomy" within the method of claim 
1 . The rationale leads to the combination of references because Siefert discloses the 

other limitations of the claims, and because Ziv-EI teaches "greater autonomy" than the 

. t , . . <■ ■ - ■> 

method of Siefert alone. 

The arguments concerning the icons of claim 1 are particularly unpersuasive. 

Icons are an extremely common feature to allow a user to select a document or 

program on a computer. Virtually every major computer system has, for many years, 

included icons on a display as a means to allow a user to select a particular document 

or program for viewing. Each of these icons corresponds to a particular document, or to 

a particular program. The fact that other types of icons also exist, such as those on 

video games and those described by applicant on page 13 of the Brief, does not obviate 

the fact that icons exist and have existed in a wide variety of computer applications for 

the purpose of allowing a user to select and view a particular document or program. 
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Allowability cannot possibly be predicated on the inclusion of icons which are selected 
by a user to view a selected lesson. 

With respect to claim 1 0, applicant has argued that the prior art fails to show all 
of the limitations of the claims. However, the Noticed material relied upon shows the 
step of presenting additional icons on a display when a person has attained 

i 

predetermined prerequisites. These prerequisites pertain to scenarios in a video game, 
rather than lessons. However, the method of the video games is considered to be 
analogous to a method of presenting lessons, in that a user must achieve 
predetermined goals before moving on to new goals. The teachings of Siefert and Ziv- 
El, when viewed in combination with those of the prior art relied upon in the Official 
Notice, suggest the subject matter of claim 10. For similar reasons, the rejection of 
claim 7 is maintained. The video games relied upon in the Official Notice taken in the 
rejection of claim 7 are analogous to the educational methods of Siefert and Ziv-Ei' 
because both are broadly directed to methods whereby in that a user must achieve 
predetermined goals before moving on to new goals. The inactive icons of the video 
games serve the same purpose as those of the present invention, because in both 
cases such icons allow a user to view material which may not yet be selected, but which 
may be selected in the future upon completion of some required prerequisite. It is not 
clear why applicant argues on pages 1 5-1 8 that claim 7 does hot recite these 
advantages. These features appear to be the purpose of the inactive icons recited in 
claim 7; If Applicant has different reasons for including these inactive icons, applicant is 
respectfully requested to indicate what these purposes would be. Applicant's "Reductio 



• # 
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ad Absurdum" does not appear to be relevant to the issues at hand, since the video 
games relied upon and the claim both recite the physical structure of some icons not 
providing a display when selected by the user. Applicant's analogy of a corkscrew to a 
hand thus is poor. 

Applicant's arguments with respect to claims 1 1 and 12 have been considered 
but are moot in view of the new ground(s) of rejection. 

The arguments pertaining to the rejections of claims 16-18 are unpersuasive. 
Applicant has argued that Truluck discloses withholding lessons from a single user's 
display, while the present invention prevents all students from seeing lessons during the 
period. Applicant is arguing features not present in the claims. There is no reference to 
a plurality of students, or to a plurality of displays. Claims 1,10 and 12, from which 
claims 16, 17 and* 18 respectively depend, are all explicitly directed to a single display, 
used by a single person. Applicant argues that "all students being prevented from 
viewing a lesson at a given time" is a necessary implication of claim 16. "The display" 
does not necessary or even somewhat imply "all displays", using either elementary logic 
or basic principles of patent law, particularly where a single display has been explicitly 
recited, and nowhere in any of the claims has more than one display been recited. ( 
Truluck clearly discloses a method comprising a step of refraining from making lessons 
available on a single display'. The limitations of claims 16-18 as written do not 
overcome the teachings of Truluck. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kurt Fernstrom whose telephone number is (703) 305- 
0303. The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 



supervisor, Denis Banks can be reached on (703) 308-1745. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 



Business Center (EBC) at 866-217-9197 (toll-free). 
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April 5, 2004 




